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maintaining quality control. I was blessed with terrific clients. As a result, 
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enforceability in litigation. I would like to say that I did not write patents for 
clients-I had clients in order to write patents.  This book is the culmination 
of years of patent prosecution combined with over a decade of formal 
teaching in law schools while honing this book to this proven state of 
effectiveness.  Simply said, this book combines and condenses over fifty 
years of learning, mentoring, teaching, and writing about patent prosecution.
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for nearly forty (40) years and obtained nearly one hundred (100) patents in 
his name. Peter was a genius and died at the age of sixty-five (65) on May 
29, 2011. Serving Peter helped and encouraged me to perfect the art of 
patent prosecution. My greatest wish is that this book will help you serve 
someone of Peter’s stature. 

PRELUDE
To paraphrase Thomas Jefferson1 and the U. S. Supreme Court2, just 

because an inventor is the first to make a discovery, the inventor has no 
natural right to own that discovery. However, the patent system provides 
incentive to make such discoveries. Abraham Lincoln, himself an inventor 
in a U.S. Patent3, said the following: “The patent system . . . added the fuel 

1 Letter from Thomas Jefferson to Isaac McPherson (Aug. 18, 1813), in 6 THE WRITINGS OF 
THOMAS JEFFERSON, 180-181 (Henry A. Washington ed., Taylor & Maury, 1854), (See Section 
5.03 herein).

2 Graham v. John Deere Co., 383 U.S. 1 (1966), (See Section 5.03 herein).

3 U.S. Patent No. 6,469 (filed Mar. 10, 1849).
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of interest to the fire of genius.”4 The grant of a patent to prevent others 
from using that discovery for a limited time is a reward to the first to 
discover. The patent is an incentive for the exclusive right to exclude to 
rapidly further human knowledge for the benefit of society. Every country’s 
patent system is the incentive for the continuing creation of wealth, which 
inures to the benefit of that country. A reliable patent system provides an 
incentive for inventors to spend long hours in their garrets, laboratories, 
and workshops, and for companies to support and invest in such inventors. 
I have been blessed to have worked for many of these inventors. As the 
world becomes more economically interconnected and dependent, there is a 
need to provide more specific guidance in preparing a patent application for 
universal acceptance and enforcement in all countries of the world. That is 
an objective of this book.

Being the author of a patent invalidated by the United States 
Supreme Court in the landmark KSR patent case is usually not a resume 
builder!5  However, this book has been honed by fifty (50) years of 
continually finessing patent preparation in terms of quality and efficiency 
while heeding the admonishments of others to establish certain principles 
that were overstepped in the prosecution of the patent in KSR to yet further 
hone the preparation process. In other words, the complete story of KSR 
rounded out and verified a legal test of patentability running through 
historical landmark United States Supreme Court cases and which legal test 
can be used with inventors to discuss patentability to avoid the elusive and 
subjective “obviousness” test of patentability. 

The most important influence on my patent prosecution has 
been working for private inventors and companies dependent upon patent 
protection for their first cries of life and continued survival. I was greatly 
influenced by the automotive supplier business which is highly competitive 
and requires continuous innovation to improve the product to retain 
market share. Based upon history of great inventions and verified by my 
experience, technology moves forward in very small increments, each 
increment being dependent upon the experience of previous knowledge. 
This competitive automotive environment focused my efforts on obtaining 
patent protection to prevent copying of very incremental product 
innovations by serially drafting very focused and specific patent applications 
which are clearly distinct from one another in a long line of patents. These 
automotive products are qualified by testing and specified by the 
automotive manufacturers thereby making it important to obtain very 

4 Abraham Lincoln, Second Lecture on Discoveries and Inventions (Feb. 11, 1859).

5 KSR Int'l Co. v. Teleflex, Inc., 550 U.S. 398 (2007).
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specific patent coverage on each individual product design to force the 
competitor to innovate around that patent-protected product design. Based 
upon the experience as an examiner in the U. S. Patent Office (USPTO), I 
knew that most examiners would grant a patent if the claims of the patent 
application clearly and distinctly recited something new: a principle adhered 
to and verified during my fifty (50) years of patent prosecution.

As my client base grew over the years and demanded more help, I 
began training evening law school students. These students are not merely 
law clerks in the traditional sense because law clerks typically have no prior 
knowledge useful to the law. My students act as interns because I use their 
prior technical knowledge, typically engineering, to understand a potential 
invention and to search and understand technical literature to make sure 
the invention could not be found in the prior technical literature. These 
prior technical skills are used to search technologies and to prepare patent 
applications. The patent law is overlaid as needed and in a very structured 
progression. My intern program is philosophically similar to the USPTO 
program of hiring people with technical backgrounds to act as examiners. 

I edit and review the search reports and patent applications with 
the interns to maintain quality control.  The first and very basic thing I 
learned was that it is very difficult and time consuming to wait and review 
a completed patent application prepared by a trainee or subordinate.  A 
onetime review of a completed application requires simultaneous attention 
to a technically accurate and complete and thorough understanding of the 
preferred embodiment, accurate use of terminology, the use of proper and 
complete claim language, including antecedents, etc.  In addition, a onetime 
review requires a simultaneous lookout for all of the errors that have 
historically been committed by others and about which numerous treatises 
have been written — a daunting task!  

Because there are simply too many lessons to convey to a trainee by 
editing all of the sections of a patent application at one time, the review and 
editing of a patent application is often not given sufficient attention due to 
the pressures of time and other tasks.  It is much easier and of better quality 
to train by creating the application in increments or sections to be reviewed 
and edited before proceeding to the next increment or section. In this 
manner, the lessons of each section will mentally stick and errors will not be 
carried throughout the application. 

After forty five (45) years of editing work product prepared 
by numerous subordinates and trainees intermingled with other client 
responsibilities, I turned over most client responsibilities to other attorneys 
and devoted myself to training full time. I also began teaching a law school 

iv



class on patent preparation.  I have taught at Michigan State University, 
College of Law; Wayne State University, Law School, and University of 
Notre Dame Master of Science in Patent Law. It is this combination of 
organizing the full-time training and preparing a curriculum for the law 
class that forced me to survey and to organize what I had learned in years 
of practice and training.  This drove me to reduce to writing a formal 
methodology for preparing and reviewing a series of patent applications.  

In addition, I reviewed the writings of other patent preparation 
commentators and have integrated and relied upon the best in this 
methodology. I am compelled to single out Paul Cole who through his 
writing has significantly contributed to this book by forcing me to reconcile 
my methodology with his truths. This book has to a large degree been 
perfected by students in numerous law school classes and significantly by 
the patent preparation class in the Master of Science dedicated to patent 
prosecution at the University of Notre Dame.  The organization of training 
also led me to a computer guru, Jacob Allen, to develop a word processing 
program-patentarchitect.com-to mechanically facilitate the drafting 
steps and to prevent common errors in the conflicting use of words and 
numbering of elements (U.S. Patents 7,890,851 and 8,612,853, other patents 
pending).  The website patentarchitect.com includes a detailed tutorial in 
preparing an actual patent. 

This book is meant to be a guide for a patent preparer, especially 
as an interactive tool for a mentor and an efficient and quality program 
for experienced patent preparers. The object of this book is to present 
an architectural methodology for preparing a patent application in an 
interrelationship of patent sections with specific content as suggested 
and supported by the case law.  In other words, this book interweaves 
the lessons learned from case law with the tried and true experience in 
mechanical steps for preparing a patent application. 

Some steps advocated in this book may not be acceptable to 
some practitioners because one or more steps may violate some learned 
technique or may be contrary to some court decision with which they have 
had to deal.  However, with minor changes at the end of preparation, a 
patent application written using this method will satisfy the idiosyncrasies of 
almost any practitioner. Once practiced and understood, this method will 
reward practitioners with efficient and error-free preparation of a patent 
application that is suitable for filing in the various patent offices throughout 
the world. Most importantly, this method is very efficient as a tool in 
training and is helpful to new practitioners to quickly develop a routine of 
preparing patent applications at a very high skill level. Also, supervisory 
attorneys will find the section by section methodology very efficient in 
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incrementally reviewing patent applications prepared by subordinate 
attorneys and will personally benefit from enhanced quality and increased 
efficiency by the use of the steps of specific content advocated herein. 

The architectural method with steps of specific content set forth 
in this book is greatly facilitated by word processing on a computer. That 
enhancement is made more efficient by the word processing program- 
patentarchitect.com-dedicated to preparing a patent application. Just as the 
steam engine leveraged the muscles of man, the computer has leveraged the 
brain of man; that leverage should be used to maximum advantage to align 
and interrelate the steps in the preparation of a patent application.

The drafting of a patent application is a skill built upon aptitude. It is 
not learned from books but from practice in the same manner great athletes 
practice to hone their skills.  In order to practice, one must first learn the 
moves or routine.  The moves and routine set forth here have been learned 
and developed during years of practice and teaching generations of new 
patent attorneys the art of patent prosecution.  Just as the athlete works up 
a sweat in practicing and honing skills, the patent preparer must work up 
a mental tension in drafting a patent application.  While it is not an easy 
practice, there is great satisfaction in using a highly honed skill.  Good luck!

vi



Chapter I    -INTRODUCTION

Section 1.01    -Standing

Section 1.02    -The History and Content of U. S. Patent Practice

Section 1.03    -Patent Attorney vis-à-vis Patent Agent

Section 1.04    -The Career Path of an IP Attorney or Agent

Section 1.05    -Economic Incentive for this Course

Section 1.06    -Historical Basis for Patents

Section 1.07    -What is Obvious?

Section 1.08    -Chapter Overview

Chapter II    -PATENT PREPARATION STEPS DERIVED FROM THE CASES

Section 2.01    -Slusky and Cole on the Prior Art

Section 2.02    -A Prior Art Search Mandated by Law

Section 2.03    -Sherlock Holmes and a New Result

Section 2.04    -Invention Analysis – Slusky

Section 2.05    -Using a Word Processing Template

Section 2.06    -Drafting a Picture Claim

Section 2.07    -Drafting the Broadest Claim

Section 2.08    -Drafting Dependent Claims

Section 2.09    -Drafting the Description

Section 2.10    -Drafting the Field of Invention

Section 2.11    -Drafting the Description of the Prior Art

Section 2.12    -Drafting the SUMMARY OF THE INVENTION

Section 2.13    -Drafting the ADVANTAGES OF THE INVENTION

Section 2.14    -Drafting the ABSTRACT OF THE DISCLOSURE

Section 2.15    -Finalizing the Drawings

7



Section 2.16    -Reviewing Steps by Supervisory Attorney

Section 2.17    -The Computer can be Effectively Employed as a Tool to Improve  

Patent Preparation

Section 2.18    -Patent Preparation Flowchart

Section 2.19    -Checklist for Patent Preparation

Section 2.20    -Not to Exceed Price for Private Practice

Chapter III    -IMPLEMENTING THE METHOD OF PREPARING A PATENT  

APPLICATION BY RE-INVENTING BASEBALL

Section 3.01    -Sample Search Criteria

Section 3.02    -Search Report Structure

Section 3.03    -The Baseball Search Results

Section 3.04    -The Search Report Letter

Section 3.05    -Informal Patent Drawings

Section 3.06    -The Baseball Game Picture Claim

Section 3.07    -The Broadest Claim 1

Section 3.08    -Dependent Claims

Section 3.09    -Reconciling the Claim Language

Section 3.10    -Method Claims

Section 3.11    -Claim Tree

Section 3.12    -The Description

Section 3.13    -The Element List

Section 3.14    -Introductory Sections

Section 3.15    -BRIEF DESCRIPTION OF THE DRAWINGS

Section 3.16    -The Final Patent Drawings

Section 3.17    -The Abstract of the Disclosure

8



Chapter IV    -IMPORTANT FUNDAMENTALS OF CLAIM LANGUAGE

Section 4.01    -The Pentagon of Apparatus Claim Drafting

Section 4.02    -Claim Structure

Section 4.03    -Claim Terminology to Avoid

Section 4.04    -Method Claims

Chapter V    -THE FOUR HORSEMEN IN LANDMARK U.S. SUPREME COURT 

CASES SUPPORTING THE PATENT PREPARATION STEPS

Section 5.01    -Hotchkiss-The White Flag of Surrender without a New Result

Section 5.02    -A&P – The Red Flag of Danger to the Patent Bar

Section 5.03    -How the A&P Patent Fails in the Presentation of the Specific 

Combination Which Produces the New Result

Section 5.04    -The A&P Patent 2,242,408

Section 5.05    -Applying the Steps to the A&P Invention

Section 5.06    -Back to the Future: What the A&P Opinion Could Have Been

Section 5.07    -Graham v. Deere - Continuing the Black Hole of Failure in  

Recognition and Presentation in the Patent Document

Section 5.08    -The Subject Method Applied to the Graham ‘798 Patent

Section 5.09    -The U. S. Supreme Court Shines a Guiding Beacon for the  

Content of the Patent Document

Section 5.10    -KSR v. Teleflex - The Pale Death of Subjective Tests

Section 5.11    -Duty to Client: Absolute Novelty vs. Subjective Test

Section 5.12    -The KSR Opinion

Section 5.13    -The Guidelines to Patentability and Enforceability

Chapter VI    -LITIGATED PATENTS RANKED 1 TO 10 IN RECOGNITION 

AND PRESENTATION

9



Section 6.01    -Rank = 1: New Result Negated

Section 6.02    -Rank = 2: No New Result

Section 6.03    -Rank = 3: A New Result Buried in Overly Broad Presentation

Section 6.04    -Rank = 4: New Result Limited to Choice of Words

Section 6.05    -Rank = 5: Claim Scope Disavowed in Presentation  

and/or Prosecution

Section 6.06    -Rank = 6: A Court May Find a New Result in Validating  

Extrinsic Evidence

Section 6.07    -Rank = 7: New Result Presented Without Disavowal from  

Ordinary and Customary Meaning

Section 6.08    -Rank = 8: New Result Facts Omitted But Supported

Section 6.09    -Rank = 9: Consistency Between the Broadest Claim and the  

Introductory Sections

Section 6.10    -Rank = 10: A Patent Completely Tied Together by the Thread   

of a New Result

Section 6.11    -Ranking Summary

Section 6.12    -Notes from Litigated Patents

Chapter VII    -THE SCOPE OF “PERTINENT” PRIOR ART

Section 7.01    -Introduction

Section 7.02    -Background

Section 7.03    -A Threshold Issue in the Definition of the “field of endeavor”

Section 7.04    -Two Diverse Analogous Art CAFC Opinions

Section 7.05    -In re Bigio

Section 7.06    -In re Klein

10



Section 7.07  -The Digital and Objective Internet Searching for Determining 
Reasonably Pertinent

Section 7.08    -The Reality of the Circumstances Point to “Pertinent” Prior Art 
Being Defined by a Reasonable Search on the Internet

Chapter VIII    -COMPARING THE PATENT PREPARATION STEPS TO THE 
PROSECUTION OF THE BIGIO HAIR BRUSH AND THE KLEIN 
BIRDFEEDER PATENTS

Section 8.01    -The Missteps in Patent Prosecution

Section 8.02    -Missteps with the CIP ‘016 and Divisional Patents to Bigio

Section 8.03    -Missteps with the CIP ‘116 Patent to Klein

Section 8.04    -Applying Patent Preparation Steps to Bigio and Klein Inventions

Section 8.05    -Synopsis

Chapter IX    -THE INVENTION AND SEARCH FOR THE FIRST HOOK 

FASTENER-VELCRO® I

Section 9.01    -The Back-Story of the Fabric Hook Fastener

Section 9.02    -The Trademark VELCRO®

Section 9.03    -The Element List and Commentary

Section 9.04    -The Search of the Prior Art

Section 9.05    -The Patents Found in the Manual Search

Section 9.06    -The Patents Found in the Google Search

Section 9.07    -The Search Report to the Inventor

Section 9.08    -The Claims

Section 9.09    -Comments on the Claims

Section 9.10    -Partial Application Sections Prepared by Patent Architect®

Section 9.11    -Overview of Editing the Sections of the Application

Section 9.12    -Actual Editing of the Sections of the VELCRO® I Application

11



Section 9.13    -Added Edits to Note

Section 9.14    -Numbering Elements.

Section 9.15    -Drawings

Section 9.16    -Prosecution of VELCRO® I at the USPTO

Chapter X    -THE PREPARATION STEPS APPLIED TO VELCRO® II

Section 10.01    -The Improved Hook and Loop Invention

Section 10.02    -The Element List and Commentary

Section 10.03    -The Search of the Prior Art

Section 10.04    -The Claims

Section 10.05    -Building the Partial Application

Section 10.06    -Editing

Section 10.07    -Numbering Elements

Section 10.08    -The Completed Application and Drawings

Section 10.09    -Drawings

Section 10.10    -The Prosecution of the VELCRO® II Patent

RECAP

12


